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II. RELATED APPEALS AND INTERFERENCES 

There are no other appeals or interferences known to Appellants which will directly 
affect or have a bearing on the Board's decision in this appeal. 

IU. STATUS OF THE CLAIMS : 

Claims 1-10, 15-19, and 29-39 are pending in the application. These claims are 
reproduced in the attached Appendix. 

Claims 1-10, 15-19, and 29-39 stand finally rejected under 35 U.S.C § 103(a) as 
allegedly unpatentable over Walsh et al. (U.S. Patent No. 5,642,410) in view of Melkild et ah 
(U.S. Patent No. 6,014,440), 

The rejection of claims 1-10, 15-19, and 29-39 is appealed. 

IV. STATUS OF AMENDMENTS : 

A Response After Final under 37 CFR. 1.1 16 was filed on June 7, 2004, but this 
response contained no proposed amendments. 

Appellants note, however, that claims 8 and 15, as filed, ended with and" punctuation. 
For the sake of correct punctuation, "; and" has been replaced with a period in claims 8 and 15 
below in Appendix X. 
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V. SUMMARY OF THE INVENTION : 

The present invention relates to a communication system (see, e.g., Pig, 2) including a 
telephone switch 12 and at least one communication device (e.g., network application 50, PC 44, 
PC 16, and/or device 36). The system may also include a virtual phone 18 between the 
telephone switch 12 and the communication device 50/44/16/36, Vinual phone 18 (e.g,, VPAPI 
22, 24) may serve as a protocol interpreter of the protocol of the telephone switch 12 and may 
convert the protocol of the telephone switch 12 and the protocols of applications associated with 
the operation of the switch and the communication device 50/44/16/36 into a common protocol 
format (see, e.g., page 29, first full paragraphs) to enable communication between the switch 12 
and the communication device 50/44/16/36. 

VI. ISSUE : 

A. Whether claims 1-10, 15-19, and 29-39 are unpatentable under 35 U.S.C § 103(a) 
over Walsh et ah (U.S. Patent No. 5,642,410) in view of Melkild etal. (U.S. 
Patent No. 6,014,440). 

VII. GROUPING OP CLAIMS : 

Claims 1-10, 15-19, and 29-39 do not stand or fall together. 

Claims 1-4, 7, 15-17, 29, 30, and 34-39 stand or fall together. Claim 1 is representative 
of the group. 
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Claims 5„ 6, 8-10, 18, and 19 stand or fall together. Claim 5 is representative of the 

group. 

Claims 3 1-33 stand or fall together. Claim 3 1 is representative of the group. These three 
groups of claims are separately argued below. 

VUL ARGUMENT : 

A. Claims 1-10. 15-19, and 29-39 are patentable under 35 U.S.C $ 103(a) over 
Walsh et al. in view of Melkild et al. 

1. All pending claims are patentable, because the Examiner has failed to 
meet the evidentiary burden necessary to establish a prima facie case. 

The Examiner has failed to carry his initial burden of making & prima facie showing of a 

teaching or suggestion of each element of claims 1-10, 15-19, and 29-39. 37 C.RR. § 104(c)(2) 

requires of the Examiner that "the particular pan [of the reference] relied on must be designated 

as nearly as practicable. The pertinence of each reference, if not apparent, must be clearly 

explained and each rejected claim specified." The Examiner has not complied. In particular, in 

the Final Office Action mailed April 7, 2004 the Examiner read no elements of the claims on the 

references* 

On page 2 of the Final Office Action, the Examiner refers to only two portions of Walsh 
etal. (one of which spans nearly three columns and the other of which is an object of the 
invention) and only one portion of Melkild et al. . the summary. None of the three cited portions 
of Walsh et al, and Melkild et al. » are discussed with regard to particular claim elements. As a 
matter of evidence, three block cites that are unrelated to claim elements is an insufficient 

-4- 
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amount to establish a prima facie case of obviousness. See M.P.E.P. § 2142 ("The examiner bears 
the initial burden of factually supporting any prima facie conclusion of obviousness.")- 

The Examiner has abdicated his responsibility to interpret the claims under M,P J2.P. 
§ 211 1. Without an interpretation of the claims as they relate to the applied references, the stated 
rejection of claims 1-10, 15-19, and 29-39 amounts to an unsupported allegation of obviousness. 
As the predecessor court to the Federal Circuit stated, "We think it is incumbent on the Patent 
Office in the first instance to set forth clearly why it regards a claim to be anticipated, obvious or 
otherwise defective/' In re Mullin, 481 F.2d 1333, 179 USPQ 97 (CCPA 1973). Without such a 
clear, particular interpretation of the claims, a prima facie case of obviousness cannot be 
established, and the rejection of all pending claims, 1-10, 15-19, and 29-39, should be reversed 
on this ground. 

2. Claims 1-4. 7, 15-17, 29, 30, and 34-39 are patentable over Walsh et aL in 
view of Melkild et al. 

In addition to the reasons given above in section Vm(A)(lX claims 1-4, 7, 15-17, 29, 30, 
and 34-39 are allowable for the following reasons. 

To establish a prima facie case of obviousness, three basic criteria must be met. First, 
there must be some suggestion or motivation, either in the references themselves or in the 
knowledge generally avaiIable,to one of ordinary skill in the art, to modify the reference or to 
combine reference teachings. Second, there must be a reasonable expectation of success. 
Finally, the prior art reference (or references when combined) must teach or suggest all the claim 
limitations. See MP.E.P. § 2143. 

-5* 
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a. There is no suggestion to combine reference teachings. 

A prima facie case of obviousness has not been established for claims \ A t 7, 15-17, 29, 
30, and 34-39, at least because no motivation has been provided to combine Walsh et aL and 
Melkild et al. The proposed justification on page 2 of the Office Action, "to bring a higher 
degree of flexibility and efficiency to the system," is conclusory and devoid of citation to either 
reference. Such a bare conclusion does not establish a prima facie case of obviousness without 
evidence supporting that conclusion. No reasoning, in the references or otherwise, has been 
provided detailing what deficiency or need in the State Machine 1 of Walshetal. would have 
motivated one of ordinary skill in the ait to add the teachings of Melkild etaL In the absence of 
such evidence, a prima facie case of obviousness cannot be established for claims 7, 15-17, 
29, 30, and 34-39. 

b. References teach awav from proposed combination. 

A prima facie case of obviousness also has not been established, because at least Melkild 
et aL teaches away from the proposed combination. See M.P.EJP. § 2145(X)(D) (proposed 
modification cannot render the prior art unsatisfactory for its intended purpose or change the 
principle of operation of a reference"). As is apparent from col. 3, lines 34-49, Melkild et al. 
discloses various schemes for protocol matching between an originating call handler (OCH) and 
a terminating call handler (TCH), both located in a switching node 16. Thus, Melkild et al. at 
most suggests matching protocols in a switching node (e.g., node 16), but not in "a virtual phone 

1 Appellants assume, but do not know for sure, that the cited col. U, line 13 to col. 13, line 55 of Walsh 
etaL reflects an intention to read the claims on the State Machine mentioned therein. 
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generic configurable interface" connected "between [a] telephone switch and [a] communication 
device" as set forth, for example in claim 1. At most, Melkild et al. suggests a common protocol, 
within a switching node, but cannot be said to teach common protocols generally. To move this 
protocol matching function out of the switching node 16 would change the principle of operation 
and intended purpose of the switching node of Melkild et al. 

Further, such would also alter the principle of operation of the State Machine of Walsh et 
al. As stated in col. 12, lines 52-54, "the run time portion of the invention is completely 'event 
driven*, and the actions that are taken based upon the event are embodied in the State Machine." 
Walsh et al. . then* merely teaches a state machine changing states in reaction to events. Adding 
conversion of protocols into a common format from Melkild et al. would change the "event- 
driven" principle of operation taught by Walsh et ah Thus, the references teach away from the 
proposed combination. A prima facie case of obviousness has not been established for claims 1- 
4, 7, 15-17, 29, 30, and 34-39 on this additional ground. 

3. Claims 5, 6. 8-10. 18, and 19 are patentable over Walsh et al. in view of 
Melkild et al. 

In addition to the reasons given above in sections VHI(A)(1) and VII1(A)(2), dependent 

claims 5, 6, 8-10, 18, and 19 are allowable for the following reasons. 

a. The combination fails to teach or suggest all elements of claims 5, 
6, 8-10. 18, and 19, 

A prima facie case of obviousness has not been established for claims 5, 6, 8-10, 18, and 
19, because the references as combined fail to teach or suggest all of the claim elements. Claim 
5„ for example, requires a virtual phone generic configurable interface including, inter alia, "a set 
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of virtual phone data structures; and a program interface to access said data structures." Claims 
8 and 18 require similar elements. The combination of Walsh et al. and Melkild et al. fails to 
teach or suggest the above quoted elements of claim 5. 

Page 2 of the Final Office Action appears to alleges that the above-quoted elements of 
claim 5 are taught or suggested by a modified State Machine of Walsh et al. Assuming, purely 
for the sake of argument, that Walsh et al. and Melkild et al. were properly combinable and that 
the modified state machine of Walsh et al. included to the claimed data structures, the 
combination fails to teach or suggest a program interface to access data structuies. Col. 11, lines 
26-29, of Walsh et al. provides that the state machine may have eleven states. Col. 1 1 , lines 33- 
39, of Walsh et al. provides that events to which the state machine responds are represented by 
messages. Neither these portions of col. 1 1, nor the rest of Walsh et al. . teaches or suggests "a 
program interface to access said data structures," as required by claim 5. 

The addition of Melkild et al, fails to cure this deficiency of Walsh et aL For example, 
none of Figs. 1-3 of Melkild et al. reasonably illustrates anything that corresponds to the claimed 
program interface. Nor has any such program interface been shown in either reference in the 
Final Office Action. Because the combination of Walsh et al. and Melkild et al. fails to teach or 
suggest at least the above quoted elements, a prima facie case of obviousness cannot be 
establishe4 and the rejection of claims 5, 6, 8-10, 18, and 19 should be reversed on this 
additional ground. 
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4. Claims 31-33 are patentable over Walsh et ah in view of Melkild et al. 

In addition to the reasons given above in sections VIII(A)(1) and Vm(A)(2) 7 dependent 

claims 3 1-33 are allowable for the following reasons. 

a. The combination fails to teach or suggest all elements of claims 
31-33 . 

A prima facie case of obviousness has not been established for claims 31-33, because the 
references as combined fail to teach or suggest all of the claim elements. Claim 31 requires, 
inter alia, 6t wherein a firsc data bearer channel and a first control channel each are connected to 
said communication switch and to said media control proxy and a second data bearer channel 
and a second control channel are connected to said media control proxy and to said 
communication device." The combination of Walsh et al. and Melkild et al. fails to teach or 
suggest the above quoted elements of claim 31. 

Page 2 of the Final Office Action, and the portions of Walsh et al. cited therein, do not 
address the above-quoted element of claim 3 1 . Fig. 1 , the only system figure in Walsh et al., 
however, does not teach or suggest the claimed data bearer channels and control channels. 
Neither the "to/from phone device" line nor the u to/from PBX" line in Fig. 1 teaches or suggests 
the claimed the claimed data bearer channels and control channels. Similarly, col. 5, line 30, to 
col. 6, line 20 of Walsh et al„ which describes Fig. 1, also fails to teach or suggest the data bearer 
channels and control channels as set forth in claim 31. 

The addition of Melkild et al. fails to cure this deficiency of Walsh et ah For example, 
none of Figs. 1-3 of Melkild et al. reasonably teaches or suggests channels that correspond to the 
claimed data bearer channels and control channels. Nor have any such data bearer channels and 
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control channels been shown in either reference in the Final Office Action. Because the 
combination of Walsh et al. and Melkildet al, fails to teach or suggest at least the above quoted 
element a prima facie case of obviousness cannot be established, and the rejection of claims 
31-33 should be reversed on this additional ground. 

IX. CONCLUSION 

For the reasons set forth above. Appellants respectfully solicit the Honorable Board to 
reverse the Examiner's rejection of claims 1-10, 15-19, and 29-39. 

To the extent necessary, a petition for an extension of time under 37 C-F.R. § 1.136 is 
hereby made. Please charge any shortage in fees due in connection with the filing of this paper, 
including extension of time fees, to Deposit Account No. 50-0221 and please credit any excess 
fees to such deposit account. 



c/o Intel Americas 
LF3 

4030 Lafayette Center Drive 
Chantilly, VA 20151 
(703) 633-1061 



Respectfully submitted, 



Dated: September 7, 2004 




Alan Pedersen-Giles 
Registration No. 39,996 
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X. APPENDIX 

1 . In a communication system comprising at least one telephone switch and at least 
one communication device: 

a virtual phone generic configurable interface between said telephone switch and said 
communication device to serve as a protocol interpreter of the protocol of said telephone switch 
and to convert the protocol of said telephone switch and the protocols of applications associated 
with the operation of said switch and said communication device into a common protocol foimat 
to enable communication between said switch and said communication device. 

2. A system according to claim 1, wherein said means for providing a virtual phone 
generic configurable interface includes a set of virtual phone data structures to represent the state 
of a phone as known to the telephone switch at any given time, 

3. A system according to claim 1, wherein said virtual phone generic configurable 
interface includes a component to provide a virtual phone application program interface for 
providing data communication between said telephone switch and said communication device. 

4. A system according to claim 1, wherein said virtual phone generic configurable 
interface includes a component to provide a communications protocol for the transfer of phone 
control information between said telephone switch and said communication device. 
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5. A system according to claim 1, wherein said means for providing a virtual phone 
generic configurable interface comprises: 

a) a set of virtual phone data structures to represent the state of a phone as known to 
the telephone switch at any given time; and 

b) a program interface to access said data structures. 

6. A system according to claim 5, wherein said program interface to access said data 
structures comprises a virtual phone application program interface to provide data 
communication between said set of virtual phone data structures and said switch and said 
communication device. 

7. In a telephone communication system comprising at least one telephone switch, at 
least one telephone and a computer to process applications related to the operation of said 
telephone switch and said telephone: 

a virtual phone generic configurable interface to serve as a protocol interpreter between 
protocols of said telephone switch and protocols of said applications to convert the protocols of 
said telephone switch and the protocols of said applications into a common protocol format to 
enable communication between said telephone switch and said telephone. 

S. A system according to claim 7, wherein said virtual phone generic interface 
comprises: 
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a) a set of virtual phone data structures to represent the state of a phone as known to 
the telephone switch at any given time; and 

b) a program interface to access said data structures; and 

c) a protocol to establish communication between said computer and said data 
structures, 

9. A system according to claim 8, wherein said program interface to access said data 
structures comprises: 

a) an internal virtual phone application program interface to provide data 
communication between said set of virtual phone data structures and said telephone switch and 
said telephone; and 

b) an external virtual phone application program interface to provide data 
communication between said set of virtual phone data structures and said computer. 

10. A system according to claim 9, further including a communications protocol to 
provide communication between said external virtual phone application program interface and 
said computer. 

15. A method for providing communication in a system comprising at least one 
telephone switch and at least one communication device, said method comprising: 

a) providing a virtual phone generic configurable interface to serve as a protocol 
interpreter of the protocol of said telephone switch; and 
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b) utilizing said virtual phone generic configurable interface to convert the protocol 
of said telephone switch and the protocols of applications associated with the operation of said 
telephone switch and said communication device into a common protocol format to enable 
communication between said telephone switch and said communication switch. 

16. A method according to claim 15, wherein said providing a virtual phone generic 
configurable interface comprises providing a set of virtual phone data structures for representing 
the state of a phone as known to the telephone switch at any given time. 

17. A method according to claim 15, wherein said providing a virtual telephone 
generic configurable interface comprises providing a virtual phone application program interface 
for providing data communication between said telephone switch and said communication 
device. 

18. A method according to claim 15, wherein said providing a virtual phone generic 
configurable interface comprises: 

a) providing a set of virtual phone data structures for representing the state of a 
phone as known to the telephone switch at any given time; and 

b) providing a program interface for accessing said structures. 

19. A method according to claim 18, wherein said providing a program interface for 
accessing said data structures comprises providing a virtual phone application program interface 
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for providing data communication between said set of virtual phone data structures and said 
switch and said communication device, 

29. In a communication system comprising at least one communication switch and at 
least one communication device: 

a media control proxy to serve as a gateway between said communication $witch and said 
communication device to bridge any gap in communication protocols between said 
communication switch and said communication device and to convert said communication 
protocols to a common protocol format to enable communication between said communication 
switch and said communication device. 

30. A system according to claim 29, wherein said media control proxy includes a 
component to convert a fixed control protocol of an original connection between said 
communication switch and said communication device to a communications method for 
supporting any given communication device. 

31. A system according to claim 29, wherein a first data bearer channel and a First 
control channel each are connected to said communication switch and to said media control 
proxy and a second data bearer channel and a second control channel are connected to said media 
control proxy and to said communication device. 
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32. A system according to claim 31, wherein said media control proxy includes a 
component to pass through data on said first and second data bearer channels. 

33. A system according to claim 3 1 , wherein said media control proxy includes a 
processor to process information on said first and second control channels for conversion to a 
protocol understood by said communications device. 

34, A method for providing communication in a system comprising at least one 
communication switch and at least one communication device, said method comprising: 

a) providing a media control proxy to serve as a gateway between said 
communication switch and said communication device to bridge any gap in communication 
protocols between said communication switch and said communication device and to convert 
said communication protocols to a common protocol format; and 

b) utilizing said media control proxy to enable communication between said 
communication switch and said communication device. 

35, A method according to claim 34, wherein said providing a media control proxy 
comprises connecting a fixed control protocol of an original connection between said 
communication switch and said communication device to a communications method for 
supporting any given communication device. 
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36. A method according to claim 34, wherein said providing a media control proxy 
comprises passing through bearer channel data between said communication switch and said 
communication device. 

37. A method according to claim 34, wherein said providing a media control proxy 
comprises processing control information from said communication switch for conversion to a 
protocol understood by said communication device. 

38. A method according to claim 34, wherein said providing a media control proxy 
comprises interpreting control information received from said communication switch and 
maintaining the state of the communication device as defined by the communication switch. 

39. A method according to claim 34 } wherein said providing a media control proxy 
comprises transmitting data to said communication switch on a control channel between said 
media control proxy and said communication switch in a protocol native to said communication 
switch so that said communication switch interprets a message from said media control proxy as 
a message from said communication device. 
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